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DETAILED ACTION 
Notice to Applicants 

This Application, previously been assigned to and examined bv Ex. Justin King, 
is now assigned to Ex. Khanh Dang. Any future contact should be directed to Ex. Khanh 
Dang whose contact information is provided at the end of this Office Action. 



Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: "CardBus port" and "CardBus" (claims 8, 9, 17, and 18). 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 



Claims 1-7. 10-16, and 19-21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Deng et al. (Deng, 2004/0267987, cited by Applicants). 
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As broadly drafted and at best the Examiner can ascertain from the language of 
the claims, claims 1-7, 10-16, and 19-21 do not define any structure that differs from 
Deng. 

With regard to claim 1 , Deng discloses a peripheral device capable of being 
connected to an interface port on an electronic device host (as shown in Figs. 1 and 2; 
Fig. 2, for example, is shown below: 




universal bus controller and 
memory control submodule 
(Controller) 




(computer peripheral equipment, 
for example, printer, scanner, 
plotter, video camera, modern^ 



semiconductor storage medium 
submodule (for example. Flash 
Memory, EEPROMp MRAM, 



storage device, etc.) 



4 



FRAM. etc) 
11 



Add*On Storage device 



101 



FIG. 2 



, the peripheral device comprising: a housing (it is clear that the peripheral shown 
above must be at least enclosed in a housing); an application module positioned at least 
partially inside the housing (application system 4 is readable as "application module); a 
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storage module positioned inside the housing for storing a device driver of the 
application module and a firmware that can drive the storage module to simulate an 
autorun function of an optical disc drive (the storage device 101 is readable the "storage 
module. Deng also discloses that when the computer peripheral having additional 
storage function of the embodiment of the invention is connected to the host computer, 
it can be immediately identified by the host computer (using the self-provided drive 
program of the storage device in the host computer itself without any additional drive 
program). The drive program of the application system sub-device is found from the 
storage device and automatically installed by the host computer so that the automatic 
installation of the drive program of the application system sub-device is achieved; see at 
least [0010]; note that autorun function is used for automatically installed s driver from a 
disc); and a hub controller positioned inside the housing, the hub controller being 
electrically connected to the application module and the storage module (as shown 
above, It is clear that the hub 31 is connected to application module 4 and memory 
module 101; note that USB hub must include USB hub controller); wherein when the 
hub controller is electrically connected to the interface port, the electronic device host is 
capable of retrieving the device driver stored by the storage module and running the 
device driver to operate the application module (it is clear that the USB hub controller is 
connected to a USB port to connect to the USB host via a USB cable; and the host is 
capable of retrieving the device driver stored by the storage module and running the 
device driver to operate the application module; see at least [0100], [0002], [0004]- 
[0005], [0016]-[0017], [0036], [0041], 0081]). 
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With regard to claim 2, the peripheral device of Deng including a USB hub 
controller must be in full compliance with the USB specification. In paragraph [0056], 
Deng discloses that the peripheral connects with the USB interface of the host computer 
system, obtains the power supply from the USB interface 61 , and turns on the Add-On 
Storage device 100; thereby initializing the USB interface and the storage device USB 
interface control sub-module 21; checking the Flash Memory sub-module 11, and 
reading the special information of Add-On Storage device 100. Deng further discloses 
a circuit schematic diagram of the internal USB interface switch 31 of the embodiment 
shown in FIG. 2. The pins of the USB connector are connected to the switch SW1 that 
can be shifted between two states, and in the first state, the connection can perform 
the application system 400 of the computer peripheral application function, and in the 
second state, pins of the USB connector are connected with AOSD through the 
resistances R1 , R2 of 22 ohm, wherein there is a separate resistance of 1 mega ohm 
grounded between the R1, R2 and AOSD. In addition, Deng discloses a circuit 
schematic diagram of the internal storage device USB interface control sub-module 21. 
U5 is the USB controller, U4 is a three-terminal stabilized voltage supply of 3.3 v, and 
U4 provides the power of 3.3 v to U5. XT1 is a crystal oscillator of 6 MHz, which is 
connected with U5. See at least [0092]-[0093]. 

With regard to claim 3, see discussion above regarding claim 2. 

With regard to claim 4, Deng discloses that the USB interface switch or USB 
interface hub 31 implements the function of the USB interface switch or USB interface 
hub. wherein the USB interface switch can select Add-On Storage device 100 to 
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connect with the host computer, serving as a memory disk connected with the host 
computer, or select the application system 400 to connect with the host computer to 
operate directly, performing the function of the previous computer peripheral. Deng 
further discloses a circuit schematic diagram of the internal USB interface switch 31 of 
the embodiment shown in FIG. 2. The pins of the USB connector are connected to the 
switch SW1 that can be shifted between two states, and in the first state, the 
connection can perform the application system 400 of the computer peripheral 
application function, and in the second state, pins of the USB connector are connected 
with AOSD through the resistances R1 , R2 of 22 ohm, wherein there is a separate 
resistance of 1 mega ohm grounded between the R1, R2 and AOSD. In addition, Deng 
discloses a circuit schematic diagram of the internal storage device USB interface 
control sub-module 21 . U5 is the USB controller, U4 is a three-terminal stabilized 
voltage supply of 3.3 v, and U4 provides the power of 3.3 v to U5. XT1 is a crystal 
oscillator of 6 MHz, which is connected with U5. See at least [0092]-[0093]. Thus, It is 
clear that when the autorun detects that the driver is provided by the host, the power 
controller has to act accordingly to switch power to the application module so that it can 
get the driver from the host. 

With regard to claim 5, see discussion above. 

With regard to claim 6, it is clear from discussion above, and particularly [0092]- 
0093] that if the driver is installed in the electronic device host, the firmware can send 
a control signal to the power controller for driving the power controller to deliver the 
predetermined voltage to the application device. 
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With regard to claim 7, it is clear from discussion above tliat the predetermined 
voltage is outputted from the electronic device host through the interface port. 

With regard to claims 10-16 and 19-21, see discussion above, since the subject 
matter presented in claims 10-16 and 19-21 has already been addressed. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 8, 9, 17, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Deng. 

As discussed above, Deng discloses the claimed invention including the use of 
"port" for providing connection between the host and a peripheral. Deng also discloses 
that alternatively IEEE-1394 protocol can be used instead of USB protocol. 
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Deng does not disclose the use of "CardBus port" and "CardBus." 

However, the use of CardBus is old and well-known. CardBus is PC card 
(PCMCIA). PC Cards include USB PC Card and IEEE 1394 PC Card, for example, for 
providing USB and 1394 ports, respectively, to a host. 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use CardBus to provide interface port for providing connection 
between the host and the peripheral, since the use of CardBus is old and well-known, 
and providing CardBus to Deng only involves ordinary skill in the art for the purpose of 
providing interface ports for connection between the host and the peripheral. 

Response to Arguments 

The Provisional Double Patenting Rejection: 

The previously made Double Patenting Rejection is hereby withdrawn because 
"the applicant wishes to state for the record that co-pending Application No. 10/605,455 
has been abandoned, which eliminates a possible provisional double patenting 
situation." 

Other Reiections: 

Applicant's arguments with respect to claims 1-21 have been considered but are 
moot in view of the new grounds of rejection. 
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Relevant Art 

US Patent Nos. 6.704,824 to Goodman, 6,574,588 to Shapiro et aL, and 
7,058,563 to Chrysanthakopoulos et al. are cited as relevant art. 
Goodman discloses a USB adapter with automatic installation using autorun.inf, which 
is typically used for automatically installing a driver from an optical disc. 

Shapiro discloses an composite device including a peripheral device and a 
memory for storing a driver for the peripheral device. The driver is automatically 
installed without intervention from a user when the integrated device is connected to a 
host. 

Chrysanthakopoulos discloses a device driver autoload. Specifically, 
Chrysanthakopoulos discloses a composite device including a IEEE 1394 device and a 
memory for storing a driver of the IEEE 1394 device. Upon connecting to a host, the 
driver is automatically retrieved from the composite device and installed by the host. 

Non Patent Literature/Printed documents: USB Wireless LAN Media Access 
Controller from Atmel is also cited as relevant art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khanh Dang whose telephone number is 571-272-3626. 
The examiner can normally be reached on Monday-Friday from 9:AM to 5:PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Rinehart, can be reached on 571-272-3632. The fax phone number 
for the organization where this application or proceeding is assigned Is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





KhanhDang 



